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Budapest, 15 November 2013 

 

Report on the Round Table Session “Brand owners’ life before and 
after IP Translator”,  

Budapest on 6 November 2013 
Reported by Dr. Judit Lantos, Attorney- at-Law at Sár & Partners – Danubia Patent 

and Law Office, Hungary 

 

On 6 November an ECTA Roundtable Session was held in the topics “Brands owners’ life 
before and after the IP Translator”. The Session was chaired by Anette Rasmussen, Vice 

Chair of ECTA OHIM Link Committee. 

The first presentation was held by Dr. Péter Csiky, Head of the Trademark, Model and 

Design Department of the Hungarian Intellectual Property Office (HIPO). Mr. Csiky 

introduced that the heart of the problem, namely  that two different ways of interpretation 

exist regarding class headings: 1. literal approach, and 2. class heading covers all approach, 

and this leaves board place for confusion and interpretation.  

Therefore the HIPO has developed a leading principle after the IP Translator case, which is 

the interpretation of the term “clarity and precision” referred to by the decision. This HIPO 
principle about the new practice has been communicated on the HIPO’s website shortly after 
the IP Translation case, on July 9th, 2012. So the HIPO reacted very quickly. 

According to the HIPO’s point of view, the intention of the applicant has to be clarified; it is 
not the HIPO to presume what the applicant meant. Therefore they changed their prior 

practice being that class heading covers all to a new practice: if the applicant wishes to cover 

the whole class, then he has to mark class heading, plus make an additional declaration or 

claim stating that class heading covers all goods and services contained in the alphabetical 

list of goods. So as a result of indicating class heading + adding the above claim, all goods 

and services contained in the alphabetical list within the given class will be covered by the 

trademark application. Therefore in case of all new trademark applications filed after June 

19th, 2012, a declaration is required if the applicant would like to have covered the whole 

alphabetical list. The use of a mere class heading (without a declaration) therefore only 

means the literal meaning of the goods/services contained in the class heading.  

The HIPO has also developed a new application form. Now there are 3 ways for the 

applicants to formulate the specification: 1. use of individual terms, 2. class heading + 

declaration, and 3. class heading + further expressions. 
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In case of renewals ex officio changes would not apply to the original list of goods, but the 

applicant may modify it voluntarily. 

Mr. Csiky also made reference to the current revision of the CTMR (Article 28) and the 

Trademark Directive (Article 40), in which, if accepted, the class heading plus the additional 

declaration would also mean the alphabetical list of goods and services for that class of the 

edition of the Nice classification in force at the date of filing. 

Mr. Csiky pointed out that in case of international applications the applicant should list all 

goods and services for which they wish to seek protection, as the International Bureau does 

not accept the practice of the HIPO, therefore it is not sufficient to submit an international 

trademark application based on a Hungarian national trademark in a way that the “class 
heading plus the declaration” is submitted. I would like to make reference to the Information 
Notice No. 23/2012 issued by the WIPO on November 23th, 2012. This may of course raise 

problems in the practice in the future, since the list of goods of the Hungarian national 

trademark and of the international trademark based on it may not be the same. 

The second presentation was held by Dr. Katalin Szamosi, managing partner and Attorney-

at-Law at SBGK Patent and Law Offices, who spoke about the effects of the IP Translator 

case perceived by the legal professionals. Ms. Szamosi, besides summarizing the legal 

background of the IP Translator case in details, pointed out that the main problems regarding 

the list of goods may arise in the course of law enforcement procedures and also in case of 

trademark searches, as how we may know in case of a clearance when looking at the list of 

goods of the earlier trademark for which products it is actually used and whether it may serve 

as an obstacle of registration.  

Ms. Szamosi’s next main topics were “what are the applicant’s dilemma”? If someone files a 
trademark application for the whole class then they will face a number of oppositions as the 

owners of the earlier trademarks do not know whether the new application collides with their 

earlier trademark or not. This cost a lot for the parties involved. She pointed out that they 

advise their clients about the list of goods of a new trademark application case by case. 

However, generally she would rather suggest narrowing the class heading to the sufficient 

clarified goods and services, so to have the trademark registered for what it will be actually 

used in order to save costs for the clients and to reduce the chances of possible attacks 

(oppositions, actions due to non-use etc.).  

Ms Szamosi also made reference to the proposed revision of Article 28 of the CTMR 

according to which the list of goods has to be amended within 4 months otherwise the literal 

meaning will be deemed to extend, as from the expiry of that period, only to goods or 

services covered by the literal meaning of the indications included in the heading of the 

relevant class.  

If this modification proposal will be accepted, it will cause a lot of difficulties at OHIM. Ms. 

Szamosi pointed out that ECTA is concerned how OHIM will handle the number of incoming 

declarations and what it means in terms of legal security. She also pointed out that there is 
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an inherent contradiction between Article 28, Section 2 and Section 8, which seemingly 

cannot be resolved.  

The last presentation was held by Dr. Zoltán Kovári, patent attorney and managing partner at 

Kovári and Partners LLC, who spoke about the effects of the IP Translator case perceived by 

the industry. Apart from summarizing the legal environment and recent international and 

national developments since the IP Translator case, similar to the other speakers, he pointed 

out a number of actual issues raised in the Hungarian and also in the international practice.  

For example, he made reference to and explained that the HIPO has announced on its 

website expressions used in class headings which are not clear and precise. Mr. Kovári also 

explained that in case the trademark applicant has not submitted a declaration in addition to 

marking a class heading, then the HIPO would call him to submit a declaration whether he 

wished to include all goods and services contained in the alphabetical list of goods or 

whether he meant only the expressions included in the class heading. He also made 

reference to the discrepancy between the practice of the WIPO and the HIPO regarding the 

acceptance of the declaration in addition to the class heading. 


